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Box No. I Basis of the report 

1. With regard to the language, this report is based on the international application in the language in which it was 
filed, unless otherwise indicated under this item. 

□ This report is based on translations from the original language into the following language , 
which is the language of a translation furnished for the purposes of: 

□ international search (under Rules 12.3 and 23.1(b)) 

□ publication of the international application (under Rule 12.4) 

□ international preliminary examination (under Rules 55.2 and/or 55.3) 

2. With regard to the elements* of the international application, this report is based on (replacement sheets which 
have been furnished to the receiving Office in response to an invitation under Article 14 are referred to in this 
report as "originally filed" and are not annexed to this report): 



Description, Pages 

1-39 as originally filed 

Claims, Numbers 

1-15 as originally filed 

□ a sequence listing andybr any related table(s) - see Supplemental Box Relating to Sequence Listing 

3. □ The amendments have resulted in the cancellation of: 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheetsyfigs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 

4. □ This report has been established as if (some of) the amendments annexed to this report and listed below 
had not been made, since they have been considered to go beyond the disclosure as filed, as indicated in the 
Supplemental Box (Rule 70.2(c)). 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheetsyfigs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 

* If item 4 applies, some or all of these sheets may be marked "superseded. " 
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^^yj^^^^ ° f ° pin ' 0n With regard to novelt V' inve " tive s tep and industrial 

1. The questions whether the claimed invention appears to be novel, to involve an inventive sten (tn nnn 
obvious), or to be industrially applicable have not been examined in respect ol: P ( 

□ the entire international application, 

H claims Nos. 10-15 

because: 

® 5l 6 Q said t intern . ationa . 1 application, or the said claims Nos. 1 0-1 5 relate to the following subject matter whirh 
does not require an international preliminary examination (specify): mowing SUDJect matter which 

see separate sheet 

D Suldbe ?orme S d aid C ' aimS Nl * W S ° inade ^ ate| y ^rted by the description that no meaningful opinion 
□ no international search report has been established for the said claims Nos. 1 9,39 

D ^^nSS^SSSu^TSSf " s,ln9 does no ' comp * ,he — ' <"°««*> ** *— 

the written form □ has not been furnished 

□ does not comply with the standard 
the computer readable form □ has not been furnished 

□ does not comply with the standard 

° not StSbiS ?h« whn!i Cl . e0tld ® andtor t amino . acid se£ l ue ™ a listing, if in computer readable form only do 
not comply with the techn.cal requirements provided for in Annex C-bis of the Administrative InstrucbS 

□ See separate sheet for further details 
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Box No. IV Lack of unity of invention 

1 . S In response to the invitation to restrict or pay additional fees, the applicant has: 

□ restricted the claims. 

□ paid additional fees. 

□ paid additional fees under protest. 

B neither restricted nor paid additional fees. 

2. □ This Authority found that the requirement of unity of invention is not complied with and chose, according to 

Rule 68.1 , not to invite the applicant to restrict or pay additional fees. 

3. This Authority considers that the requirement of unity of invention in accordance with Rules 13.1, 13 2 and 13 3 
is 

□ complied with. 

13 not complied with for the following reasons: 
see separate sheet 

4. Consequently, this report has been established in respect of the following parts of the international application: 

□ all parts. 

S the parts relating to claims Nos. 1-14 . 

Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 



1. Statement 



Novelty (N) 



Yes: 
No: 



Claims 
Claims 



2-5,7-14 
1,6 



Inventive step (IS) 



Yes: 
No: 



Claims 
Claims 



2-5,7-14 
1,6 



Industrial applicability (IA) 



Yes: 
No: 



Claims 
Claims 



1-9 



2. Citations and explanations (Rule 70.7): 



see separate sheet 
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Box No. VI Certain documents cited 

1. Certain published documents (Rule 70.10) 
and /or 

2. Non-written disclosures (Rule 70.9) 
see separate sheet 



Box No. VII Certain defects in the international application 

The following defects in the form or contents of the international application have been noted: 
see separate sheet 



Box No. VIII Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 
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The following documents (D) are referred to in this communication; the numbering will be 
adhered to in the rest of the procedure: 



D1: WO-A-00 17165 

D2: WO-A-00 17164 

D3: WO-A-02 11710 

D4: WO-A-03 000295 

D5: WO-A-04 004777 



item III 



For the assessment of the present claims 10-15 on the question whether they are 
industrially applicable, no unified criteria exist in the PCT Contracting States The 
patentability can also be dependent upon the formulation of the claims. The EPO for 
example, does not recognize as industrially applicable the subject-matter of claims to the 

oound for «T m ! dlC f ' trSatment ' bUt may a " OW ' h ° Wever ' c,aims to * known com- 
pound for first use ,n med,cal treatment and the use of such a compound for the 

manufacture of a medicament for a new medical treatment. 



item IV 



Clams 1-14 relate to three different classes of compounds (I - III) and to their use for 
.nd.cat.nga chemical compound in a mammal. According to the application, all of the said 
compounds are metabolites of torcetrapib. Specific compounds are known, as we . as a 

c^p t:Tzrx elth r or the preparation of another c °™ - - - * 

CETP (see D1-D4). Claim 15 ,s again directed to a further different use of compounds 
according to claims 1 and 6. The technical feature combining claims 1-14 and 15 arethe 
sa.d compounds. Since specific examples are known they can, however not be 
considered a special technical feature within the meaning of Rule 13.2 PCT and the two 
alleged inventions are thus not so linked as to form a single genera, inventive concept the 
requirements of unity of invention are not met (Rule 1 3. 1 PCT). 
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The application is thus considered as to comprise the following groups of alleged 
inventions: 

Claims 1-14: 

Compounds of formulae (I), (II) and (III) (claims 1-9) and methods 
according to claims 10-14. 

Claim 15: 

A method for treating atherosklerosis. 



Group A: Claims 1-14: 

item V 

1 . Novelty (Art. 33(2) PCT) 

1.1. Documents D1 and D2 disclose compounds falling within the scope of present claim 
1 (see citations in the International Search Report). 

1 .2. Documents D3 and D4 disclose compounds falling within the scope of present claim 
6 (see citations in the International Search Report). 

1 .3. The subject-matter of claims 1 and 6 is thus not considered novel within the meanina 
of Art. 33(2) PCT. 

1 .4. The remaining claims appear to fulfil the requirements of Art. 33(2) PCT. 
2. Inventive step (Art. 33(3) PCT) 
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None of the documents cited in the International Search Report appear to provide the 
technical teaching to use compounds according to present claims 1-9 for indicating 
the presence or exposure as claimed in claims 10-14. The presence of an inventive 
step for the subject-matter of claims 2-5 and 7-14 can thus be acknowledged. 



3. industrial applirahility (Art. 33(4) PCT) 
Can be acknowledged for claims 1-9. 



item VI 



Document D5 was published after the priority date of the present application but 
before its international filing date. Its content would be considered as forming part of 
the state of the art if the priority of the present application was found to be invalid. 
When entering the regional european phase the document will be considered for the 
question of novelty even if the claimed priority is valid. 



item VII 

Contrary to the requirements of Rule 5.1(a)(ii) PCT, the relevant background art 
disclosed in the documents D1 -D4 is not mentioned in the description, nor are these 
documents identified therein. 



item VIII 



Several compounds are excluded expressis verbis from claim 1 although the reason 
therefore is not indicated in the description (Art. 6 PCT). 

The definition of the first group R 2 in the second proviso of claim 1 appears to contain 
an error (-CH 2 -CH 3 instead of -CH 2 -CH 2 ) (Art. 6 PCT). 
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3. The "4-[" at the beginning of lines 1 6 and 1 8 of p. 41 (claim 5) appear to be incorrect 
(Art. 6 PCT). 
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